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Petition 

Applicant hereby petitions under 37 C.F.R. § 1.144 from the requirements for restriction 
entered in the Office Actions mailed on September 8, 2004 and June 14, 2005. 

Reasons 

In an Office Action mailed on September 8, 2004, the present application was restricted 
to claims 1-8 (Group I) directed toward a method of forming a magnetoresistive reader, claims 9-18 
(Group II) also directed toward a method of forming a magnetoresistive reader, or claims 1 9-20 (Group 
HI) directed toward a magnetoresistive reader. In an Amendment dated October 6, 2004, Applicant 
elected, with traverse, to pursue the Group I claims - in particular, disputing the propriety of the restriction 
requirement between Groups I and n. 

In an Office Action mailed on December 30, 2004, the Examiner acknowledged 
Applicant's traversal of the restriction requirement, yet made the restriction requirement final. In an 
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Amendment dated March 24, 2005, Applicant again traversed the restriction requirement and added new 
claims 21-32. 

In a Final Office Action mailed on June 14, 2005, the present application was further 
restricted to claims 2-5 (Group IT) or claims 2 1 -32 (Group LI), with claim 1 indicated to be a linking claim 
between the two groups. Based upon prior prosecution, the Examiner found the invention of Group II to 
have been constructively elected. Applicant traversed this new restriction requirement in an Amendment 
dated August 15,2005. The Requirements for Restriction were reaffirmed in an A 
on August 29, 2005. 

Applicant respectfully petitions under 37 C.F.R. § 1.144 from the requirements for 
restriction entered in the Office Actions mailed on September 8, 2004 and June 14, 2005. 

September 8. 2004 Restriction Requirement 

The inventions of Groups I (claims 1 -8) and II (claims 9- 1 8) are not separate and distinct 
inventions requiring election therebetween. The method of independent claim 1 of Group I recites as steps: 

• defining a stripe height back edge of a magnetoresistive sensor of the 
magnetoresistive reader; and 

subsequently defining a reader width of the magnetoresistive sensor. 
The invention of this claim is generic to the inventive method of independent claim 9 of Group n, which 
includes as steps: 

• selectively patterning a first photoresist layer. . .serving to define a stripe height 
back edge of the magnetoresistive sensor. . .; 

selectivelypatterning a second photoresist layer. . .servingtodefineareaderwidth 
of the magnetoresistive reader. ... 
Thus, the inventions of Groups I and II are not distinct inventions. 

In the September 8, 2004 Office Action, it is alleged that the inventions of Groups I and 
II are distinct because they have separate utility. Specifically, it is alleged that the invention of Group I 
requires the definition of a stripe height back edge not required of Group n, but independent claim 9 of 
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Group II specifies "the first photoresist layer serving to define a stripe height back edge". It is further 
alleged in the Office Action that the invention of Group II requires the use of first and second photoresist 
layers not required by Group I; however, dependent claims 2 and 3 of Group I recite the use of first and 
second photoresist layers. Because the invention of independent claim 1 of Group I is generic to the 
invention of Group n, and because the inventions of Group I and II do not have separate utility, this 
restriction requirement is improper and should be withdrawn. 

It is alleged in the December 30, 2004 Office Action that claims 2 and 3 of Group I 
provide "no nexus between the patterning steps with the use of the first and second photoresist layers and 
the definition steps of the stripe height back edge and the reader width. " This assertion ignores the plain 
language of the preamble which informs that the recited steps of claims 2 and 3 are performed specifically 
to achieve the action defined by the preamble, namely, "defining the stripe height back edge" in claim 2 and 
"defining a reader width" in claim 3 . Because a nexus is provided in claims 2 and 3, the inventions of Group 
I and II are not separate and distinct and Applicant respectfully requests withdrawal of this restriction 
requirement. 

June 14, 2005 Restriction Requirement 

For the same reasons that Applicant traversed the requirement for restriction between the 
inventions of claims 1 -8 and the invention of claims 9-18, Applicant further traversed the requirement for 
restriction between the invention of claims 2-5 (Group II) and the invention of claims 2 1 -32 (Group HI). 

At paragraph 6 of the June 14, 2005 Office Action, it is asserted that the "[inventions of 
Groups II and HI are related as subcombinations disclosed as usable together in a single combination." It 
is further asserted that "the invention of Group HI has separate utility such as removing the first and second 
photoresist layers, not required in Group II" and that "[g]roup II has separate utility in that the first and 
second photoresist layers are layers that are formed with the final product of the magnetoresistive reader." 

In response, Applicant pointed out that the invention of Group II does not require that the 
first and second photoresist layers be formed with the final product of the magnetoresistive reader. Claims 
2-5 (and independent claim 1 from which these claims depend) each include the open-ended transitional 
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phrase "comprising", which is a term of art used in claim language to mean that the named elements are 
essential, but other elements may be added and still form a construct within the scope of the claim. 
M.P.E.P. § 2 1 1 1 .03. The fact that these claims do not explicitly call for the removal of the first and second 
photoresist layers does not lead to the conclusion that the first and second photoresist layers must remain 
in the final product. 

Applicant further disputed that the inventions of Groups II and III have separate utility. For 
example, both claim 2 of Group II and claim 2 1 of Group HI recite steps for implementing the step of 
"defining the stripe height back edge of the magnetoresistive sensor" of independent claim 1 . 

. In the Advisory Action, the Examiner maintained this second restriction requirement, 
averring as follows: 

Group I [Group II] defines that the first photoresist layer and the second 
photoresist layer are patterned, while Group II [Group HI] defines that the 
first resist layer serve to define a stripe height back edge and the second 
resist layer serve to define a reader width. Since they have different 
puproses (sic), Group I does not remove the layers, while Group II 
removes them. Examiner maintains his restriction requirement. 
Dependent claim 2 of Group II recites that the step of "defining the stripe height back edge of the 
magnetoresistive sensor comprises", amongst other steps, "selectively patterning a first photoresist layer". 
In a similar fashion, dependent claim 2 1 of Group IE recites that the step of "defining the stripe height back 
edge of the magnetoresistive sensor" comprises "selectively patterning a first photoresist layer". Applicant 
respectfully maintains that the inventions of Group II and Group HI are not separate and distinct inventions 
requiring restriction therebetween. 
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Conclusion 

Because the inventions defined by the restriction requirements entered in the Office Actions 
mailed on September 8, 2004 and June 1 4, 2005 are not separate and distinct inventions requiring election 
therebetween, and because these restriction requirements were timely traversed, Applicant respectfully 
petitions to have these restriction requirements withdrawn. 

Respectfully submitted, 
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